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RECEIVED 



JUL 1 k 2006 



PATENT 

CASE OC01406K5 
IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



— x 

In re Application of: 

TAVERAS ET AL. 

For Patent For: 3,4-DI-SUBSTITUTED 
CYCLOBUTENE-1,2-DIONES AS 
CXC-CHEMOKINE RECEPTOR LIGANDS 

Serial No.: 10/630,258 

Filed: July 30, 2003 
x 

Schering-Plough Corporation 
Kenilworth, New Jersey 07033-0530 

Commissioner for Patents 

P.O. Box 1450 

Alexandria, VA 22313-1450 

AMENDMENT AND PETtTION TO CORRECT INVENTORSHIP PURSUANT TO 37 

CFRS1. 48(b) 

Sir: 

The amendment filed on February 23, 2006 in response to the Office Action 
mailed November 23, 2005 resulted in the cancellation of claims so that less than all 
of the originally named inventors are the actual inventors of the invention now being 
claimed in the above identified application. 

Therefore, Applicants request that the following names be deleted as inventors 
of the invention now being claimed in the above identified application: 

1. Gaifa Lai; 

2. Minglang Wu; 

3. Evan A. Hecker; 

4. Daniel Lundell; and 

5. Jay S. Fine. 



Examiner: Andrew B. Freistein 
Group Art Unit: 1626 
Date: July 14, 2006 
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Upon information and belief, the undersigned acknowledges that Gaifa Lai's, 
Minglang Wu's, Evan A. Meeker's, Daniel Lundeli's and Jay S. Fine's invention are no 
longer being claimed in the above identified application. 

Authorization is hereby given to charge our Deposit Account No. 19-0365 for 
the $130.00 fee (37 CFR §1 .17(i)) for this petition. 



Respectfully submitted, 



Henr/C. Jeanette 
Reg. No. 30, 856 
Attorney for Applicants 
(908) 298-5041 
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Schering-Plough Corporation RIGIIV1D 

Law Department CENTRAL FAX CENTER 

2000 Galloping Hill Road 

K-6-1, Mail SlOP 1990 JUL 1 4 2006 

Kenilworth, New Jersev 07033 
(90S) 2 9 8-4000 



FACSIMILE TRANSMITTAL SHEET 



TO: FAX N UMBER: 

Examiner: Andrew B. Freistein 

USPTO (571) 273-8300 

Mail Stop: Issue Fee 

FROM: PI lONfi NUMBER: 

Henry CJeanette (908) 298-5041 

TOTAL NO. OF PAGES INCLUDING COVER DATE 

7 July 14, 2006 



CQNTIPKNTIAI/TTY NOTE: This sheet and/ or the document(s) accompanying it contain 
information belonging to Schering-Plough Corporation and/or its affiliates which is confidential and/ or 
legally privileged. The information is intended only for the use of the individual or entity named above. 
If you have received this fax in error, please immediately notify us by telephone. If there is a problem 
with this transmission please call Ashly Armstrong at (908) 298-4025. 



NtrrHS/COMMBNTSi 

PLEASE HAND DELIVER 



In re Application of: Taveras et al 

For Patent entitled: 3,4-Dl-SUBSTITUTED CYCLOBUTENE-1 ,2-DIONES AS CXC- 

CHEMOKTNE RECEPTOR LIGANDS 
Group Art Unit; 1626 
Filed: 07/30/2003 
Attorney Docket No,: OC01406K5 
Serial No.: 10/630,258 

Dear Examiner Freistein 

Transmitted herewith are: 

> Fax Cover Sheet - Ipg. 

> Certificate of Transmission - lpg. 

> Response Transmittal - lpg. 

> Processing Fee Transmittal - lpg. (in duplicate) 

> Amendment and Petition to Correct Inventorship - 2pgs. 

Henry £>f Jeanette f 
Registered Representative 
Registration No. 30,856 



PHONE: (908) 298-5041 FAX: (908) 298-5388 
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□ □cket Number 
Application No: 
Filing Date: 
Rret Inventor 



OC01406K5 
10/630.258 
07/30/2003 
TAVERAS, Arthur G 
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RECEIVED 
CENTRAL FAX CENTER 

JUL 1 4 2006 



PTQ/S9/97 (09-04) 
Approved for tf*c through 07/31/2003. OMB 0851*0031 
U.S. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE 
Under the Paperwork Reduction Act of 1995. no person a are required to respond to a collection of Information untaaa II contains a valid OMB control number. 



Certificate of Transmission under 37 CFR 1.8 



I hereby certify that this correspondence is being facsimile transmitted to the United 
States Patent and Trademark Office at (571 ) 273-8300 



on 



07/14/2006 



Date 



4<? 
Signatur 



ature 



HENRY C. JEANETTE 



Typed or printed name of person signing Certificate 



30.856 



908-298-5041 



Registration Number, if applicable 



Telephone Number 



Note: Each paper must have its own certificate of transmission, or this certificate 
must Identify each submitted paper. 

Fax Cover Sheet - 1 pg. 

Certificate of Transmission - 1 pg. 

Response Transmittal - 1pg. 

Processing Fee Transmittal - 1pg. (in duplicate) 

Amendment and Petition to Correct Inventorship - 2pgs. 



Tnta collection of Information is Squired by 37 CFR 1 .6. Tho Information Ig required to obtain or retain a benefit by (he public which Ib to file (and by the USPTO to 
process) an application. Confidentiality Is governed by 35 U.S.O. 122 ano 37 CFR 1.11 and 1.14. This collection la estimated lo take IjB minutes to complete, 
including gathering, preparing, and submitting the completed application form to (he USPTO. Time will vary depending upon the Individual esse. Any comments on 
the amount of rime you require to complete tnis form and/or suggestions Tor reducing inta Dura en. enould oe aent to the ctuef information Officer, U.S. Patent and 
Trademark Office. U.S. Department of Commerce. P.O. Box 1450. Alexandria. VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS 
ADDRESS. SEND TO: Commissioner for Patents, P.O. Box 1450, Alexandria, VA22313-14S0. 

if you noeo* eearfetence in completing the form, ce// 1-800-PTO9199 end eefeef option Z 
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Express Mail Label: Approved for use through Q7/31/2008. Omb q$5i-oo3i 

U.S. Patent Bnd Tradomailc Offica; U.S. DEPARTMENT OF COMMERCE 
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Application Number 



10/630.258 



TRANSMITTAL 
FORM 

(K> t>6 vstd Tot oU cOrrefloCrtcfenCo irtttiaf ruing) 



Filing Data 



07/30/2003 



First Named Inventor 



TAVERAS. Arthur G 



Art Unit 



1626 



Examiner Name 



Andrew B. Freistein 



X_ Total Number of Pages In This Submlaslon 



Attorney Docket Number 



OC01406K5 



ENCLOS URES (CnecA all that apply) 



□ 
□ 
□ 

□ 
□ 



Fee Transmittal Form 
Fee Attached 

Amen dment/Reply 
After Final 

□ 

Extension of Time Request 
Express Abandonment Request 
Information Disclosure Statement 



Certified Copy of Priority 
□ocument(fi) 

Reply to Missing: Parte/ 

[rtCornpIeta Application 

□ Reply to Missing Parts 
under 37 CFR 1 .52 or 1.53 



□ Drawing (s) 

□ LteenstagH-elated Papers 

n 
□ 
□ 
□ 
□ 
□ 



Petition 

Petition to Convert to a 
Provisional Application 
Power of Attorney, Revocation 
Change of Correspondence Address 

Terminal Disclaimer 



Request for Refund 

CD, Number of CD(s) 

Landscape Table on CD 
I Remarks I 



□ 
□ 

n 
□ 
□ 



After Allowance Communication to TC 

Appeal Communication to Board 
or Appeals end interferences 

Appeal Communication to TC 
(Appeal Nodes, Brief, Rapty Brief) 

Proprietary Information 



Status Letter 

Other Enclosure(s) (pJe 

below): 



> Identify 



Fax Cover Sheet - 1 pg.; 
Certificate of Transmission - 1pg. 



SIGNATURE OF APPLICANT, ATTORNEY, OR AGENT 



Firm Name 



Customer No: 24265 



HENRY C.yEANETTE * 



Signature 



Date 



07/14/2006 



| Re 9 No | 30.656 



CERTIFICATE OF TRANSMISSION/MAILING 


I hereby certify that this correspondence Is being facsimile transmitted to the USPTO or deposited with the United States Postal Service with 
sufficient postage as first class mall In an envelope addressed to: Commissioner for Patents, P-O- Box 1450, AJexandria, va 2231 3-1450 on 

the datB shown below: 


Signature 




\Typed or printed name 




Date 


J 



Thla collection of Information la required by 3? CFR 1.S. The Information la required to obtain or retain a benefit by the public which is to fito (and by the USPTO to 
process) an application. Confident! alky Is governed by 3S U.S.C. 122 and 37 CFR 1.1 1 and1.14. This collection is estimated to 2 hours lo cOmplclo, inducing 
gathering, preparing, and submitting the completed application form to tha USPTO. Time Will vary depending upon the Individual case. Any comments on the 
amount of time you require to complete this form and/or suggestions for reducing this burden, should be sent to the Chier information Office r, U.S. Patent end 
Trademark Office. U.S. Department of Commerce, P.O. Box 1450, Alexandrfa, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS 
ADDRESS. SEND TO: Commissioner for Patents, P.O. Box 1450, Alexandria, VA 22313-1*50. 

tfyou need assistance in completing the form, call Y-00O-P7O-9J99 and select option 2. 
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PTO/SB717I (11-04) 
Approved for use through 07/31/2007. OMB 0651-OQ31 
U.S. Patent and Trademark QfT«ee: U.S. DEPARTMENT OF COMMERCE 
Under the Paperwork Reduction Ac* of 1995, no persons are required to respond io a colt action of Information unless It displays a valid OMB centre! number. 



PROCESSING FEE 
Under 37 CFR1.17(i) 
TRANSMITTAL 

(Fees are subject to annual revision) 

Send completed farm to: Commissioner for Patents 
IP.O. Box 1450. Alexandria, VA 22313-1*50 



Application Number 



Filing Date 



Flret Named Inventor 



Art Unit 



Examiner Name 



Attorney Docket Number 



10/630,258 



07/30/2003 



TAVERAS. Arthur G 



1626 



Andrew B. Freistein 



OC01406K5 



148(b) that requires a processing fee (37 CFR 1.17(0). 



Enclosed is a paper filed under 37 CFR 
Payment of S 130 is enclosed. 

This form should be indudad with the above-mentioned paper and faxed or mailed to the Office using ihe appropriate Mall Stop. If 
applicable. For transmittal of petition fees under 37 CFR 1.17(0. (9) or (h), gee form PTO/SB/l7p. 

Payment Of Fees (small entity amounts are NOT available for the petition fees) 
[X] The Commissioner is hereby authorized to charge the following fees to Deposit Account No, 19-0365 



3 processingfeeunder37CKR1.17(i) H any deficiency of fees and credit of any overpayments 
Enclose a duplicative copy of this farm for fee processing. 

D Check in the amount of $ 



is enclosed. 



□ Payment by credit card (Form PTO2038 or equivalent enclosed). Do not provide credit card Information on this form. 



Processing Fees under 37 CFR 1.17(1): Fee $130 



Fee Code 1608 for all, 

Except for § 1.221 papers (Fee Code 1803) 



For papers filed under 

§ 1.28(c)(3) - for processing a non-lterriBed fee deficiency based on an error in small entity status. 

§ 1.41 - for supplying the name or names of the inventor or inventors Bfler the filing data without an oath or declaration as presented 

by § 1 .63, except in provisional applications. 
§ 1.4ft - for correcting Inventorship, except in provisional applications. 

§ 1.52(d) - for processing a nonprovlsional application filed with a specification In a language other than English. 

§ 1.53(b)(3) - to convert a provisional application filed under § 1.53(c) into a nonprovlsional application under § 1.53(b). 

§ 1 .55 - for entry of Isle priority papers. 

§ 1.99(e) - for processing a belated submission under § 1 .99. 

§ 1.103(b) - for requesting limited suspension of action, continued prosecution application {§ 1.53(d)). 
§ 1.103(c) - for requesting limited suspension of action, request for continued examination (§ 1 .114). 
§ 1.103(d) - for requesting deferred examination or an application. 

§ 1.217 - Tor processing a redacted copy of a paper submitted in Ihe file of an application In which a redacted copy was submitted for 

the patent application publication, 
§ 1.221 - for requesting voluntary publication or republication of an application. Fee Code 1603 
§ 1.291(c)(5) - for processing a second or subsequent protest by the same real parly In Interest. 

5 1.497(d) - for filing an oath or declaration pursuant to 35 U.S.C. 371(c)(4) naming an inventive entity different from the inventive 

entity set forth In the International stage. 
§ 3.91 - for a patent to issue to assignee, assignment submitted after payment of the Issue fee. 




07/14/2006 



Slgi 

HENRY Cf JEANETTE 



Typed or printed name 



Date 

30,856 

Registration No., if applicable 



This collection of Information Is required by 37 CFR 1.17. The trrformaiJon Is required lo obtain or retain a benefit by the public which is to file (and by the 
USPTO to proeeaa) an application. Confldendeltry le governed by 35 U.S.C. 122 and 37 CFR 1.1 1 end 1 .14. TM* collection is estimated to take S minutes 
to complete. Including gathering, preparing, and submitting the completed application form lo the USPTO. Time win vary depending Upon Ihe Individual 
case, Any comment on the amount or Dme you require to complete thla form and/or suggestions for reducing this burden, should be sent to the Chic' 
Information Officer. U.S. Patent and Trademark Office, U.S. Department of Commerce. P.O. Box HSO. Alexandria. VA 22313-1450. DO NOT SEND FEES 
OR COMPLETED FORMS TO THIS ADDRESS. SEND TO: Commissioner for Patents, P.O. Box 1450, Alexandria, VA 22313-1450. 

If you nestf assistance In completing the form, caff 1-800-PTO-aiQ9 and select option 2. 
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(Fees are subject to annual revision) 

Send completed form Uk Commissioner for Patent? 
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m that requires a processing fee (37 CFR 1,17(1)). 



Enclosed is a paper fifed under 37 CFR 1.48(b) 

Payment of S 130 j s enclosed. 

I^^^ sh °^ e fro ££j* ' above-mentioned paper and faxed or mailed to the Office using the appropriate MaU Slop. If 

applicable. For transmittal of petition fees under 37 CFR 1.17(f), (g)or(h). see form PTO/SBfi7p. 

Payment of Fees (small errfity amounts are not available for the petition Tees) 
H 1718 ^mmissionsr Is hereby authorized to charge the following roes to Deposit Account No, 19-0365 

EndLfe « a^ffi! F R VIP H any deficiency of fees and credit of any overpayments 
enclose a duplicative copy of this form for fee processing. 

D Check in the amount of $ 



Js enclosed. 



□ Payment by credit card (Form PTO-2038 or equivalent enclosed). Do not provide credit card Information 



on this form. 



Processing Fees under 37 CFR 1.17(1): Fee $130 



Fee Code 1808 for all, 

Except for s 1-221 papers (Fee Code 1803) 



For papers tiled under 

1 1-2*(<0f3) - for processing a non-Itemized fee deficiency based on en error in small entity status 
§ 1-48 - for correcting Inventorship, except in provisional applications. 

I ^'S/M«f 0r . prOCGi£ S 19 a nono t ' 0vl f fonal application ifed with a specification in a language other than English 

| ^ b £e^^ ffl6d Undar§ 1 ' 53 < C > ,nto * n-provlsgna^pplicalion unci | i. 53(b). 

§ 1.89(e) - for processing a berated submission under § 1.99. 

I 2\!J5M requra " nfl suspension of action, continued prosecution application (§ 1.53(d)). 
1 I'JJSS " ^ re ^ 09t, "9 ,lm,lad suspension of aclion. request for continued examination (§ 1 . 114). 
§ 1 .1 03(d) - for requesting deferred examination of an application. 1 

5 1,217 " t^^a^X^b^o^^ f»per submitted In the file of an application in which a redacted copy was submitted for 

I 2*21/ J5l fO 5 uestin 0 voluntary publication or republication of an application. Fee Code 1803 
I I'SJEPT ™ Processing a second or subsequent pretest by the same real party in interest 

8 '^&^&T£SEZ££125T 10 36 u,5 - c - 371{cX4) namlnfl an inv8nSve enu,y differenl ftom °" 

§ 3.81 - tor a patent to issue to assignee, assignment submitted after payment of the issue fee. 
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/|CAM 



07/14/2006 



HENRY C. JEANETTE 



Typed or printed name 



30,856 

Registration No., if applicable 



J 



SftlZnffl™!^ So! ? to compiolB this form and/or suggestions for reducing tht* burden. Ghoul* bo senl to Ine CHmf 

oo ™^ S^ ™;^ 3 ^ 1 BntS TradBmar ^ ° fflca - U.S. Department of Commerce. P.O. Box 1450. Afe^dria. VA 2231 3-1450 DO no^END Fees 
OR COMPLETED FORMS TO TH lS ADDRESS. SEND TOi Commissioner for Patents. P.O. Box 14S0. Alexandria r VA 2ffl1M4«0 



If you need Assistance Fn completing the furm, caff 1-Q00-PTO-9199 and se/aot optfon ; 



PAGE 5/7 * RCVD AT 7/14/2006 3:34:24 PM [Eastern Daylight Time] * SVR:USPTO-EFXRF-6/37 * DNIS:273o300 * CSID:908 298 5405 * DURATION (mm-ss):0M0 



